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DETAILED ACTION 

1 . This non-final Office action is responsive to Applicant's amendment filed April 27, 
2005. 

Claims 20-25, 27-45, 47-50, 52-71, 73-84, and 86-117 are pending. 

Claim Objections 

2. Claim 20 is objected to because of the following informalities: 
Claim 20, line 3, insert -- by -- after "use 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 20-25, 27-45, 47-50, 52-71 , 73-84, and 86-1 17 are rejected under 35 
U.S.C. 112, first paragraph, as failing to comply with the written description requirement. 
The claim(s) contains subject matter which was not described in the specification in 
such a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

Claims 20-25, 27-45, 47-50, 52-71 , 73-84, and 86-1 17 recite various limitations 
that are not expressly or implicitly disclosed as part of the same embodiment in the 



Application/Control Number: 09/444,739 Page 3 

Art Unit: 3623 

specification. It should also be noted that pending claims 20-25, 27-45, 47-50, 52-71 , 
73-84, and 86-1 1 7 were submitted as new claims on April 29, 2003 (i.e., after the 
instant application was filed) and are therefore not part of the originally filed disclosure, 
thereby raising both issues of adequate written disclosure and new matter. 

For example, claims 20-25, 27, and 28 recite many details of the disclosed 
embodiment "for combined industry supply management between one or multiple 
manufacturers 202 and one or more service providers 204 and/or vendors and/or 
resellers, etc." (Page 29, lines 14-16 of the specification) This embodiment emphasizes 
collaboration at the business-to-business level. While "components that manage end- 
to-end supply chain information such as demand planning, order fulfillment, scheduling, 
inventory, etc." are part of this embodiment, these components are only briefly 
described and done so mainly in the context of direct usage by a manufacturer, service 
provider, reseller, or vendor (as opposed to direct usage by the individual end 
customer). Furthermore, the principle commodity of interest in this embodiment is 
network capacity. (Utility commodities, such as electric, gas, and water, are listed as 
alternate variations of the network capacity embodiment on page 40 of the 
specification.) However, claims 29-34 (which depend from claims 20 and 24) recite 
details directed toward targeting offers to a user, wherein the user is one of the 
business entities. The targeted marketing and customized interface embodiments are 
described as part of the Relationship Management embodiments (pages 389-434). The 
. specification explains the Relationship Management embodiments without any direct 
tie-in to the business-to-business supply chain collaboration embodiment; therefore, 
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Applicant's disclosure fails to clearly set forth if, or how, Applicant intends to integrate 
the supply chain collaboration embodiment with the Relationship Management 
embodiments to create one cohesive embodiment that is fully supported by Applicants 
originally filed disclosure. Furthermore, the Relationship Management embodiments 
typically take into account an individual user profile when making marketing decisions 
(e.g., to customize an interface or targeted information). There is no express mention of 
profiling the manufacturer, service provider, reseller, or vendor. Instead, the user in the 
Relationship Management embodiments appears to be an individual end customer that 
is separate and distinct from an enterprise. "Attributes from the user's profile will be the 
input to the personalization process and the driving data for the different personalization 
techniques." (Page 408, lines 18-20 of the specification) If the enterprise were either 
the manufacturer, service provider, reseller, or vendor, it does not make sense that 
either enterprise would profile itself, thereby supporting Examiner's assertion that the 
disclosure does not provide adequate written disclosure regarding the correlation 
between the recited user and a manufacturer, service provider, reseller, or vendor in the 
context recited in claims 29-34. User profile details are also recited in dependent claims 
57 and 63-65, thereby presenting the same issues. 

Similarly, claim 42 recites the step of "using at least one of incentives and 
disincentives to influence the user indicia that is entered." The specification does not 
expressly clarify which types of users (e.g., the manufacturer, service provider, reseller, 
or vendor or a distinct individual end customer) are offered these incentives and 
disincentives to influence the user indicia that is entered. 
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Dependent claims 44 and 45 recite various services made available to a user, 
including news reader capabilities. Again, the news reader capabilities are described as 
content targeted to a user based on his/her profile and the specification does not 
expressly clarify which types of users (e.g., the manufacturer, service provider, reseller, 
or vendor or a distinct individual end customer) are the recipients of such targeted 
content. Even if a manufacturer, service provider, reseller, or vendor were to become a 
recipient of targeted content, this embodiment is not expressly disclosed as usable with 
the supply chain collaboration environment. Due to a lack of nexus among these 
recited features, the Examiner again submits that the specification fails to provide 
adequate written disclosure of the claimed invention as a whole. 

Claims 66-71 , 73-84, and 86-1 02 recite many of the same combinations of 
limitations addressed in the rejections of claims 20-25, 27-45, 47-50, and 52-65 above; 
therefore, the same rejections apply. 

Claims 1 03-1 1 7 recite many of the same combinations of limitations addressed in 
the rejections of claims 20-25, 27-45, 47-50, and 52-65 above; therefore, the same 
rejections apply. 

Appropriate correction and/or clarification is required. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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6. Claims 20-25, 27-45, 47-50, 52-71 , 73-84, and 86-1 17 are rejected under 35 
U.S.C. 112, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 

Variations of the word "providing" are recited throughout claims 20-25, 27-45, 47- 
50, 52-71 , 73-84, and 86-1 17. Use of this term (and its variations) renders the claims 
vague and indefinite because the scope of this term is unclear. By "providing" a given 
connection or tool, is that connection or tool actively used or is the capability of using it 
merely made available for potential use? 

Claims 66-71 , 73-84, and 86-1 17 recite a computer program product embodied 
on a computer readable medium; however, the program is not expressly recited as 
being executable, thereby rendering these claims as being in improper computer 
program product format (as set forth in MPEP 2106). 

Claim 73 is dependent from cancelled claim 72, which is improper. For 
examination purposes, claim 73 will be interpreted as dependent from claim 66 instead. 

Claims 103-1 17 recite a system comprising various logic circuits; however, it is 
not clear what a logic circuit is. Is it software per se or a hardware element that 
executes software? System claims require physical/hardware elements. 

System claims 1 1 3 and 1 14 are dependent from computer program product 
claims 100 and 101, respectively, which is improper since there is no antecedent basis 
for the system recited in preambles of claims 113 and 114. For examination purposes, 
it will be assumed that claims 1 13 and 114 are dependent from claim 103. 
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As per the rejections under 35 U.S.C. 1 12, 1 st paragraph set forth above, claims 
20-25, 27-45, 47-50, 52-71, 73-84, and 86-117 recite various limitations that are not 
expressly or implicitly disclosed as part of the same embodiment in the specification. 
The claims as recited fail to provide nexus among the limitations that were indicated as 
corresponding to separate and distinct embodiments. This lack of nexus places the 
intended scope of the claims in question because it is not clear if Applicant is attempting 
to recite various separately patentable and distinct inventions in the claims or if 
Applicant's invention is the integration of all recited features in one conglomerated 
system. 

Appropriate correction and/or clarification is required. 

Claim Rejections - 35 USC § 101 

7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

8. Claims 20-25, 27-45, 47-50, 52-71 , 73-84, and 86-1 17 are rejected under 35 
U.S.C. 101 because the claimed invention is directed to non-statutory subject matter. 

While claims 20-25, 27-45, 47-50, and 52-65 recite a useful, concrete, and 
tangible result, the integration of hardware with the claimed invention is nominal since 
the recited network is only used to facilitate communications, which may be as simple 
as sending data back and forth among various human users. It is not clear that any 
hardware/processor elements substantially effect any core steps, such as an analysis or 



Application/Control Number: 09/444,739 Page 8 

Art Unit: 3623 

calculation step; therefore, claims 20-25, 27-45, 47-50, 52-65 are deemed to be non- 
statutory for failure to be apply, involve, use, or advance the technological arts. 

Claims 66-71, 73-84, and 86-102 recite a computer program product embodied 
on a computer readable medium; however, the program is not expressly recited as 
being executable (as required by MPEP 2106). Therefore, claims 66-71, 73-84, and 86- 
102 are currently interpreted as software perse, which is non-statutory. 

Claims 103-1 17 recite a system comprising various logic circuits; however, it is 
not clear what a logic circuit is. Is it software perse or a hardware element that 
executes software? System claims require physical/hardware elements. Until 
expressly clarified in the claim language that logic circuits include some sort of 
physical/hardware elements, claims 103-1 17 will be interpreted as software per se, 
which is non-statutory. 

Appropriate correction is required. 

In light of the numerous rejections under 35 U.S.C. 112, 1 st and 2 nd paragraphs 
set forth above, the Examiner Will not address the claims on their merits at this point, 
especially since the metes and bounds of many of the claims would require substantial 
guesswork without clarifying answers to the numerous questions and issues presented 
in these §112 rejections. However, the most recent art rejection is hereby withdrawn. 
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Conclusion 



9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susanna M. Diaz whose telephone number is (571 ) 272- 
6733. The examiner can normally be reached on Monday-Friday, 10 am - 6 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on (571 ) 272-6729. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Susanna M. Diaz 
Primary Examiner 
Art Unit 3623 



August 8, 2005 



